TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bindi ng precedent of the Board.
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HEARD:. OCTOBER 25, 1996

! Application Serial Nunmber 07/194,056, filed on My
13, 1988, now U.S. Patent Nunber 4,829,136, issued May 9,
1989. On this record, the involved patent is assigned to PPG
I ndustries, Inc., a corporation of Pennsyl vani a.

2 Application Serial Nunber 07/315,728, filed on
February 24, 1989. Accorded benefit of Italian Application
Serial Nunber 19645A/88, filed on March 4, 1988. On this
record, the involved application is assigned to Eni chem
Synthesis, S.P.A, Palerno, Italy.
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FI NAL DECI SI ON

Bef ore CALVERT®, CARCFF, and METZ, Administrative Patent
Judges.

METZ, Administrative Patent Judge.

The subject matter contested in this interference is
directed to a conposition which is polynerizable and conpri ses
a bi sphenol bis(allylic carbonate). The conpositions, when
pol yneri zed and cast, formuseful |ightweight optica
materials suitable for |Ienses for eyegl asses.

The specific interfering subject matter contested by
the parties is defined by the sole count in this interference,
Count 1, which is set forth as foll ows:

COUNT 1

A pol yneri zabl e, honbgeneous conposition conpri sing
bisphgnpl bis(allylic carbonate)-functional materi al
conpri si ng

(a) 4,4-(l-phenyl ethylidene)bis[phenol]bis(allyl
car bonat e) nononer,

¥ Judge Sof ocl eous, who served on the nerits pane
whi ch heard oral argunment, retired from governnent service
before this decision was rendered.
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Li qui d conpositions, polynerizable by a free-radical
route to yield optical articles possessing a high refractive
I ndex, conprising:

(a) from20 to 80 percent by weight of an allyl-
carbonate derivative represented by the formul a
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wher ei n:
R, is selected fromthe group consisting of a hydrogen atom
a linear (d-C6)-al kyl radical, a branched (Cl-6)-al kyl
radi cal, a phenyl radical and a benzyl radical;

X, X, X5, X, X, and X, are i ndependent from each
other, and are selected fromthe group consisting of a
hydrogen atom a chlorine atomand a brom ne atom and

a and b are i ndependent of each other, and are
integers of fromO to 3;

(b) from80 to 20 percent by weight of a
copol yneri zabl e nononer having at | east one ethylenic
unsaturation in its nol ecul e.

The clains of the parties which correspond to Count
1 are:

Cat es: Clainms 1 through 29

Rivetti et al.: Clainms 10 through 29

Both parties filed briefs and Cates filed a reply
brief. Only the junior party's |legal representative appeared
for oral argunent at final hearing. No issue of interference-

in-fact was raised by the parties in this proceedi ng.
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Al t hough the official records in this proceeding
show that Rivetti et al.'s involved application is owned by
Eni chem Synthesis, in their brief, R vetti et al. represent
t hat ownership has been transferred to another entity. That
is, Rivetti et al. represent that their involved application
is now owned by G eat Lakes Cheni cal Conpany (see al so Paper
Nunmber 57). Nevertheless, Rivetti et al. have not filed the
requisite notice required by 37 CF.R 8 1.602(c).
Accordingly, it is ORDERED that within 10 (TEN) days of the
date of this decision, Rivetti et al. shall file a paper in
conpliance with the rule.

The issues presented for our consideration in this
proceeding are priority of invention and the patentability of
the junior party's clains corresponding to the count.

Cates presented a record including deposition
testi nony and associ ated docunentary exhibits in support of
her case for priority*. Rivetti et al. have elected to rely
on their Italian priority benefit date of March 4, 1988, and

are limted to a case-in-rebuttal only.

4 References to the Cates record will be designated
as OR, followed by the record page nunber, and references to
the Cates exhibits will be designated OX, followed by the
exhi bit nunber.
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Cates, as the junior party whose application was
copending with Rivetti et al.'s U S. application and which
application matured to Cates' involved U S. patent, bears the
burden of proving her case for priority by a preponderance of

t he evidence. Mrgan v. Hrsch, 728 F.2d 1449, 221 USPQ 193

(Fed. Cir. 1984); Peeler v. Mller, 535 F.2d 647, 190 USPQ 117

( CCPA 1976).

In order to be awarded priority in this
interference, Oates nust prove an actual reduction to practice
prior to March 4, 1988, Rivetti et al.'s effective filing
date. Alternatively, QGates could prevail by proving a
conception of the subject matter of the count before Rivetti
et al.'s effective filing date of March 4, 1988, coupled wth
reasonabl e diligence just prior to March 4, 1988, up to a
reduction to practice (constructive or actual) by Cates.
Jepson v. Egly, 231 F.2d 947, 109 USPQ 354 (CCPA 1956); Hull
v. Davenport, 24 CCPA (Patents) 1116, 90 F.2d 103, 33 USPQ

506; WIlson v. Sherts, 81 F.2d 755, 28 USPQ 379 (CCPA 1936).

THE PATENTABILITY OF OATES CLAI NS

During the prelimnary notions phase of this
proceedi ng, Rivetti et al. noved, inter alia, for judgnent

agai nst Cates in two, separate notions filed under 37 C.F.R
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8§ 1.633(a) (Paper Nunbers 15 and 16) on the grounds that
Cates' clains corresponding to the count were (1) unpatentable
under 35 U.S.C. 8 103 fromthe disclosure of Bralley et al.
(U.S. Patent Nunmber 2,455,653) and (2) were unpatentable from
the disclosure of Msura et al. (U S. Patent Nunber
4,959,429). The Adm nistrative Patent Judge (APJ), in the
performance of his interlocutory duties, denied both notions
for reasons expressed in the decision on notions (Paper Number
47). In Paper Nunber 51, Rivetti et al. requested

reconsi deration of that portion of the APJ's decision on
notions denying the notions for judgnent.

In Paper Nunber 53, a three judge nerits pane
reconsi dered the APJ's interlocutory decision but declined to
make any changes in the decision below. Thus, the request for
reconsi deration was deni ed.

We have carefully reconsidered anew Rivetti et al.'s
notion for judgnent based on the record evidence but find that
Rivetti et al. have failed to neet their burden of persuasion
on this issue. Specifically, notwthstanding R vetti et al.'s
"adj acent honol og" theory, we find that nothing in the Bralley
et al. patent would have directed a person of ordinary skill
in the art to prepare the conpounds clained by Cates. Wile
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we agree with Rivetti et al.'s broad characterization of
Bralley et al.'s disclosure as "generic" to or enconpassing
the species clainmed by Gates, nothing in Bralley et al.
suggests that polymers as clained by Cates woul d have been
expected to possess high refractive indices which make them
especially suitable for optical quality plastic. W also
find, assum ng, arguendo, a person of ordinary skill in the
art woul d have been notivated to nmake Qates' cl ai ned conpounds
because they were the next adjacent honol ogues to certain
conpounds disclosed in Bralley et al., that there is no
suggestion in Bralley et al. of what reactants could be used
to prepare such hypothetical conmpounds. A reference nay not
render a particular conpound obvious in the sense of 35 U S. C
8 103 absent a disclosure which woul d have enabl ed a person of
ordinary skill in the art to prepare said particular compound.
We have al so carefully considered anew Rivetti et
al.'s notion for judgnent based on the patent to Msura et al.
but find that, on its face, the patent is not prior art with
respect to Cates because the application fromwhich it issued

was filed on May 19, 1988, after Oates' effective filing date

and because the Msura et al. patent issued on Septenber 25,

1990, after Qates' involved patent issued. R vetti et al.
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have failed to prove that the Msura et al. patent is entitled
to an earlier filing date than the actual filing date of the
application which matured to the patent. W al so observe that
if the Msura et al. patent is entitled to either the February
24, 1986, filing date or the Novenber 22, 1985, filing date as
all eged by Rivetti et al., the Msura et al. patent would al so
render Rivetti et al.'s clains unpatentable for the reasons
urged by Rivetti et al. with respect to Cates' clains. W
sinply observe that Rivetti et al. have not explained why, if
the notion were granted based on Msura et al.'s disclosure,
the sane prior art would not render their clains corresponding
to Count 1 unpatentable.® Additionally, Rivetti et al.'s
notion | acks any evidence establishing that the Msura et al.
di scl osure woul d have notivated a person of ordinary skill in
the art to make the conpounds clainmed by Gates in her involved

pat ent .

OATES' CASE FOR PRIORITY

In her opposition to Rivetti et al.'s notion for
addi ti onal discovery (Paper Nunber 49), QCates represented

t hat :

°® See 37 CF.R 8 1.637(a), third sentence (1995).
9
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the party Cates will refrain from

rel ying on any actual reduction to

practice in presenting its case for

priority in this interference as

presently decl ared and constituted
In Paper Nunber 52, the APJ, in his order denying additional
di scovery, specifically held in light of Oates' above-noted
representation that:

Cates may not prove priority in this

i nterference by show ng an actua

reduction to practice of the subject

matter of the count before R vetti et

al.'s effective filing date.

Accordingly, Qates is limted to proving priority by proving
by a preponderance of the evidence that she conceived her

i nvention before the filing date of Rivetti et al.'s Italian
benefit application coupled with reasonable diligence froma
date just prior to Rivetti et al."s filing date up to a
reduction to practice by Cates.

In her prelimnary statenent (Paper Nunber 8), Cates
all eges: the invention defined by Count 1 was first conceived
by her July 30, 1985; she conceived of the invention of Count
linthis interference in the United States (see paragraph (4)

of Paper Nunmber 9); the date active exercise of reasonable

diligence toward reducing the invention to practice began was
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on July 30, 1985; and, that such active exercise began in the
United States (see paragraph (6) of Paper Nunber 9).

The facts concerning Cates' conception are not
di sputed by the parties. 1In 1987, at a tinme when Ms. CQates
worked for PPGin their |aboratory in Barberton, Chio, M.
Cates filed with the PPG patent departnent a nenorandum of
i nvention (MJ) on Decenber 2, 1987, directed to the
preparation of high refractive index optical plastic from
bi sphenol AP (OR p.37-42; OX-3). The MJ was w tnessed by
Paul A. Adair on Decenber 2, 1987 (OR p.41) and receipt of the
MJ was acknow edged by M. Stein in a letter to Ms. Qates
dat ed Decenber 15, 1987 (OR p.43-44; OX-4). Stein has
testified that he renenbers having his secretary prepare the
Decenber 15, 1987, letter to Ms. Qates acknow edgi ng recei pt
of the MJ by the patent departnent fromthe i nformation
contained in the MJ using a PPG form (OX-12) specifically
desi gnated for that purpose (OR p.161-170).

The MO states that the invention was first
described in witing in "Notebook 6748 7-31-85". Notebook
6748 is Ms. Qates' notebook (OX-1) and it included an account
of her work fromJuly 18, 1985, through June 2, 1986. On
pages 8 and 9 of notebook 6748 there is described an
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experinment for "Preparation of Bisallylcarbonate of Bi spheno
AP" (OX-1, p.'s 8 and 9). The MJ nakes reference to
preparation of the conpound "4, 4' (- net hyl
benzyl i dene) bi sphenol " which is anot her nane for the conpound
described in Count 1 as --- 4,4'-(1-phenyl ethylidene)
bi s[ phenol ] bi s(allyl carbonate) nononer ---. It is also
apparent fromthe notebook itself and fromthe MJ that M.
Cates envisioned a practical utility, optical quality plastic
with a high refractive index, for the bisallylcarbonate of
bi sphenol AP. Thus, Cates has established a conception of the
subject matter of Count 1 by not |ater than Decenber 15, 1987,
whi ch has been adequately corroborated by M. Stein's
acknow edged receipt of the MJ in the patent departnent at
PPG, which date is prior to Rivetti et al.'s March 4, 1988,
filing date for their Italian priority application.
Accordingly, in order to be declared the first
i nventor of the subject matter of Count 1, Cates nust
establish by a preponderance of the evidence that she was
"reasonably diligent" froma time just prior to March 4, 1988,
up until a reduction to practice by Cates. Thus, Qates had to
show t hat she was reasonably diligent during the tinme period
fromMarch 3, 1988, a date just prior to Rivetti et al.'s

12
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benefit date of March 4, 1988, to May 13, 1988, Qates' filing
date for her involved application, a period of 71 days. For
reasons which follow, we find Cates has failed to neet her
burden of persuasion.

Cates represents that the follow ng chain of events
constitutes reasonable diligence: on March 2, 1988, M. Mrris
conducted a conputer search for patents relevant to the
subject matter of Cates' MJ (OX-14); Qates sent Morris
additional information in response to a request by himfor
nore details on the preparation of the allylic carbonate on
March 10, 1988 (OX-5); M. Mrris' secretary had a note,
handwritten by her on March 25, 1988, indicating that M.
Cates phoned with information for M. Mrris while M. Mrris
was out of the office (OX-16); M. Mrris had handwitten
notes of a conversation he had with Oates bearing a date of
April 4, 1988 (OX-15); on April 28, 1988, Mirris sent Cates a
first draft of the application for her review (OX-6); on My
4, 1988, Morris sent the final draft to Cates along with a
letter of transmttal (OX-7); Qates signed the
decl arati on/ power of attorney; assignnment and duty of
di scl osure docunent sent to her by Modrris on May 9, 1988 (OX-
9, OX-10); the duty of disclosure docunent was received by the
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patent departnent at PPG on May 12, 1988; Qates’ application
was filed in the United States' Patent and Trademark O fice on
May 13, 1988.

Whi | e acknowl edgi ng that there exist tine periods
within the seventy-one day critical time period for which no
activity has been shown, QCates urges that only reasonabl e
di |l i gence needs to be proved in order to satisfy her burden of
persuasi on. Qates argues on the basis of work done by her or
on her behalf by others that her evidence adequately
establ i shes she was reasonably diligent in the critical tine
period. Contrariwi se, Rivetti et al. urge that notw thstandi ng
the fact that the courts have acknow edged a "li beral”
standard for finding reasonable attorney diligence, the
controlling decisions on this issue require nore evidence of
specific activity for every day in the critical tinme period
than that presented by OCates. Rivetti et al. argue that
Cates' proofs are inadequate to prove her attorney was
reasonably diligent in the critical tinme period.

Wiile it is not necessary for an attorney to drop
all other work and focus exclusively on the invention in
question to establish reasonable attorney diligence, it is
necessary to show that "the attorney worked reasonably hard on

14
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the particular application in question during the continuous

critical period." Bey v. Kollonitsch, 806 F.2d 1024, 1027, 231

USPQ 967, 969 (Fed. Cir. 1986) (footnote [7] onmitted). The
evi dence presented by Qates sinply does not enable us to
ascertain what activity, if any, M. Mrris was engaged in
with respect to Cates' application on any particul ar date.
Thus, for exanple, fromthe date of receiving additiona
i nformation fromCates (OX-5), March 10, 1988, until the day
of M. Mrris' letter (OX-6) transmtting the first draft of
Cates' application to Ms. Cates on April 28, 1988, sone 49
(forty-nine) days, there is no evidence establishing what M.
Morris was doing with respect to preparing the Cates'
application for filing. |Indeed, the record shows no ot her
activity. Reasonable diligence nust be directed towards
reducing to practice the subject natter of the count.
Additionally, unlike the facts in Bey, QCates has not
shown that M. Mrris' records establish that he took up the
five other applications he testified he worked on in the
critical period in chronological order. As the court noted in
Bey, 806 F.2d at 1028, 231 USPQ at 970, "the attorney has the
burden of keepi ng good records of the dates when cases are

docketed as well as the dates when specific work is done on
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the applications.” (footnote omtted). There is sinply no
evidence in this record which establishes what work M. Mrris
perfornmed with respect to any particular application on any
particular date in question. As the party with the burden of
persuasi on, that was Qates' burden.

Nonet hel ess, Qates urges that we shoul d concl ude
fromthe evidence of the above-noted sporadic activity by
Cates or her agents during the critical tinme period that the
time intervals which intervene between the evidence of actua
activity should be presunmed to have been spent by Mrris or
others actively acting on filing her application. However,
contrary to Cates' argunent, it does not necessarily follow
fromthe evidence before us that M. Mirris was actively
engaged in working on the Cates' application during every tine
period for which there is no evidence of activity. The sinple
fact is we do not know fromthe record before us what work M.
Morris perfornmed on what dates or on what application.

I ndeed, M. Morris' testinony on this matter is revealing.

On cross exam nation, M. Mrris conceded that he
di d not keep any records of how he spent his tine on a daily
basis (OR p. 228, lines 9 through 23) and that he had no

witten records indicating how nmuch tinme he spent on any
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particul ar aspect of Qates' case (OR p.238, lines 6 through
23). Moreover, M. Mrris could not identify any of the five
addi tional applications he testified he filed between Decenber
15, 1987, and May 12, 1988 (OR p. 239-40). Nor could he
recall what ratings the applications were assigned (OR p.
241). M. Morris could not renenber what action he took

bet ween March 10, 1988, and April 28, 1988, with respect to
the Cates' application (OR p. 244, line 23) and M. Morris
admtted that nothing in the exhibits on which Cates relies
descri bes any specific activity (OR p. 246, lines 13 through
24) .

Cates has sinply failed to present adequate evi dence
on this record on which we could find the exercise of
reasonabl e diligence by M. Mrris, her attorney, during the
critical time period. Wile it is certainly possible that M.
Morris and Cates' agents were actively engaged on every day
during the critical period in working towards filing the
Cates' application or working on other cases in his docket, we
sinply have not been presented with any evi dence establishing
exactly what work was perfornmed by M. Mrrris or when any
specific work was perfornmed by M. Mrris. Qates has sinply
failed to satisfy her burden of persuasion on this issue.
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ABANDONMENT, SUPPRESSI ON AND CONCEAL MENT

On June 5, 1992, Rivetti et al. filed notice that
they intended to argue that QGates abandoned, suppressed or
conceal ed an actual reduction to practice as required by 37
CF.R 8 1.632. See Paper Nunber 41.

Neverthel ess, "w thout an actual reduction to
practice there is no invention in existence which can be

abandoned, suppressed, or concealed.” Peeler v. Mller, 535

F.2d at 651, 190 USPQ at 120. Because Qates has not presented
any evidence of priority based on an actual reduction to
practice, it is Rivetti et al.'s burden to establish by a
preponderance of the evidence that QOates abandoned, suppressed

or conceal ed her invention within the neaning of 35 U S.C. §

102(g). Gallagher v. Smith, 206 F.2d 939, 99 USPQ 132 (CCPA
1953) .

We agree with Cates for reasons expressed in her
reply brief at page 4 thereof that Rivetti et al. have failed
to prove that Qates actually reduced to practice an enbodi nent
within the Count at a tinme prior to Rivetti et al."'s Italian

application benefit date of March 4, 1988.

JUDGVENT
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Havi ng decided all the issues properly raised by the
parties in their briefs, it is now appropriate for us to enter
judgnent in this interference pursuant to our authority under
37 CF.R 8§ 1.658(a). Accordingly:

Judgnment as to the subject matter of Count 1 in
this interference is awarded to Franco Rivetti, Fiorenzo Renzi
and Ugo Ronano, the senior party. Franco R vetti, Fiorenzo
Renzi and Ugo Romano, the senior party, are entitled to a
patent containing clains 10 through 29 of their involved
appl i cation corresponding to Count 1.

Judgnment as to the subject matter of Count 1 in this
interference is awarded agai nst Stephanie J. QCates, the junior
party. Stephanie J. Cates, the junior party, is not entitled

to
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her involved patent containing clains 1 through 29

correspondi ng to Count 1.

| AN A CALVERT
Adm ni strative Patent Judge

)
)
)
)
|
MARC L. CAROFF ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
)

ANDREW H. METZ
Adm ni strative Patent Judge

AHM gj h
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Attorney(s) for QCates:

Pat ent Depart nent
PPG | ndustries, Inc.
One PPG Pl ace

Pi ttsburgh, PA 15272

Attorney(s) for Rivetti et al.

Ceorge P. Hoare, Jr. et al.
Roger & Wells

200 Park Avenue

New Yor k, NY 10166-0153
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